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- NOTE BY THE UNITED KINGDCH DELEGATION

While reserving the right to comment generally on the
draft Convention, the United Kingdom delegation would like at
“this stage to make the following observations on certain
Articles.

Articles 137a and 137b

Considering first Article 137b, we would remark that the
inclusion of all these provisions in one Article results in
confusion, particularly since there are many other provisions
in the draft (e.g. Articles 92, 95, 101) which concern amend-

ment of an application or patent. We suggest below a way of
overcoming the difficulty.

Article 137b,‘paragraphs 3 and 4, are intended to allow
the possibility for volunmtary amendments by the applicant at
different stages in the life of the application. We see no
need to restrict the applicant to amending his claims in the
period covered by paragraph 3. Since, after he has received
the first notification from the Office, the applicant is
permitted to amend his description and drawings, it also seems
pointless to prevent him from doing so under paragraph 3.  If
the applicant were given the opportunity of amending his
‘description, claims and drawings under paragraph 3, the
‘possibility is opened up of the examiner being in the position
of starting his examination on the basis of an application in
the form desired by the applicant, after he has considered the
contents of the report on the state of the art. This; we
believe, is a desirable gim and accordingly we suggest removal

from paragraph 3 of the present restriction to amendment of
the claims. ' ’ '
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The second sentence of’paragraphué only has relevance to
the’scopc ox prov151onal protection. Ve think therefore it
should be made clear that it applies only to the 51tuat10n ‘
where ths appllcalt amend° before the termlnatlon of the
» technical preparatlons for pvbllcatlon.

A We er» :*111 not happy with paragraph 4, but judging from
]’the rea~*i73 cf the other delegates at the January Conference,
its remnvzl seems to be a forlorn hope' Nevertheless, we think
n_some auyeaament of. the paragrapn is desirable.: " As the araft
stands; an appllcant is free to amend volhntarlly even after
expiry of the time allowed to meet the requirements of the
vfivst notification". This is inconsistent with -the scheme lald
down in Article 97 when the "first notification" is that ‘pro--
viszed for in Article 97, paragraph 1. And, if the "first -
novif.caticn® is made under Article 95, amendments made by the
applieantfaffer he has responded to the. examiner's objections
would impede.the-efficient handling of the application. . -We
suggest therefore that paragraph 4 should be revised so that -
the opprrfmity it gives to make amendments is limited to the
 time allowed for reply %o meet the requirements of the "firsi
notification". Secondly, we'think the right to make amendments :-
under paragranh 4 should be made subject to the payment of a:
fee. .This should be pitched suff1c1ently high so as to com~

. pensate to somﬂ extent for the ‘extra examination work involved .-
. and to operate.as a means of encouraglng appllcants to amend
i:under paragraph 3 1nstead. __u; o

Turning now to Artlcle 137aq-we suggest that paragraph 1(a)_fs
;’.should be redrafted so as to llnk it more closely with. ' :
“ Article 137b, paragraph 4. In view of the above, we suggest
" the follow1ng redrafts for nrtlcles 137a and 137b' B
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Article 137D

Amendment of the European application
. at the request of the applicant

(1) .Delete (Cf. Article 137c)
(2) Delete (Cf. rsinstated Article 82)

(3) After receipt of the report on the state of the art
v, «ev... the applicant may of his own volition amend
the description, claims and drawings. If the applicant amends
‘the claims before the technical preparations for publlcatlon
-under Article 85 have been completed, the amended claims shall
determine the protection sought in so far as their subject
matter does not extend beyond ‘the content of the application
as filed ....cvevun... ’ '

(4) After receipt of;the first notification from the
Examining Division, the applicant may of his own volition
amend once the description, claims and drawinge, provided
that the amendment is submitted at the same time as the reply -
to the notification.» No further amendment'may be made without
the consent of the Examlnlng DlVlSlon._ Any amendment in ‘
accordance w1th this paragraph shall not be deemed to be sub-
mitted untll the fee prescribed by the Rules relating to Fees
adopted pursuant to this Convention has been paid.
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Article 137c (new)

Limitations on amendment

(1) A European patent applicétion and a Eufopean patent may
- not be amended in such a way that they contain subgect—matter
which extends beyond the content of the appllcatlon as filed.
A divisional application, a new appllcatlon flled in accordance
with Artlcle 16, or a patent granted on’ the basis of either,
| shall not contain subgect—matter which extends beyond the content
‘of the earlier application as filed. T

(2) lhe claims of the guropean patent may not be amended

durlng opp031t101 proceedings in such a way as to’ extend the
protection conferred

“ -

Article 82

Amendment of FBuropean application before.
-réceipt of the report on the state of the art

~Before receiving the report on the state oftfhe art, the
appiicant-may'hOt'amend the deécription} claims or drawings of
a European?patent.application;.except where otherwise provided.
for in this Cbnventidn or in the Implémenting Regulations.

‘ Article 137a
Furopean divisional applications

(1) A European divisional application must be filed veeevens
in an earlier European application:
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(a) at any time after the earlier application has been received
by the European Patent Office; nevertheless after receipt
of the first notification from the Examining Division,
only if the divisional application is filed at the same

" time as. the ‘reply to the notification or the Examining
Division con31ders the flllng of a divisional appllcatlon
to be Justlfled o ; o '

(b) unchanged.

(2) Unchanged.

Ty
pd

(3) Unchanged.

(4) Unchanged.

Re. Article 141, No. 2

It seems evident that in operating the European patent
system'applicantS'Will make much use of the”postal:services'-
of the Contracting States. ‘Paragraphv1 of the Regu1ation,'
however, only deals'with the situation where mail'is not
delivered in the locallty of the European Patent Office ‘and
paragraph 2, as we understand ity only deals w1th late filing

with a national Office on account of an interruption in the
meil services' "in the locality" in which the national Office
is situated. )
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Since, for all pfactical pﬁrposes, the European Patent
' Office will operate in effect as the national office for a
very wide territory, we do not think this Regulation is satis-
factory. It ghoqld_ in.our view, recognise the fact that
- interruptions iﬁ the postal serv1ces in a Contracting State or
between a Contractlng Statevand,the European Patent Office are
_ not unllkely, and@ that such occufrences would cause the.same
difficulties for applicénts”as a postal strike in the locality
of the Europesn Patent Office itself. We realise that the .. .-
‘applicant infsuch cases may seek re-instatement of his rights
under Article 142. But this is subject to important except-
ions and, becéuse many applicants could be affected by a postal
| strike in one of the Contracting States lasting for some weeks,
~ the European Patent Office could find itself inundated wifﬁ
 pleas for re-instatement. ' |

We therefore suggest the insertion of a new paragraph 1(a)
as follows: ' ’ '
"1(a) If a time limit expires during a period when
normal postal -services in.a Contracting State or between -
a Contractlng State and the European Patent Offlce are
generally interrupted, the time limit shall in respect cf

A appllcants who are.res1dents of .that Stat@ or have app01nted_;!;

a representaxlve with- a place of -business in that State,, .
be extended until the flrst day fo;low1ng expiry of the '
perlod of 1nterruptlon.y The European Patent Office shall
certify the perlod during which the postal services were ;
interrupted after taking the advice of the competent
authoritiésuof the State concerned." | '
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As a consequence, we suggest the following amendment of
Article 141 of the Convent10n°

"The Implementing RegulatiOIlS ® ® 00 V0880002000

(a) «veuee.t. Or because mail is not delivered in the
localltles 1n which the E European Patent Office or such
ahthorltles are situated or because there is an inter-
ruption in the postal services of a Contractlng State

or between that State and the locality of the European
Patent Office.

(b) Unchanged, "

The United Kingdom delegation notes that Article 8, péra—
graph 3 of the Rules relating to Fees is in soms circumstances
inconsistent with Article 142 and therefore ultra vires the
Conventinn.

Arzicle 9 of the Rules relating to Fees

We consider this Article to be too harsh in that it
requires the full amount of a fee to be paid within the time
limit laid down for payment of this fee. While we accept
that an applicant should be expected to make every effort to
pay the full-fee in due time, we think the present rule is
unrezalistic 1n that it takes no account of the fact that
errors (e.g. in a bank) do occur quite often. It seems to us
more equitable forﬂthe‘European Patent Office to point out
that the payment made within the period allowed is insufficisnt
in ampunt and to allow one month for making good the deficiency.
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. We suggest therefore that Article § of the Rules relating
to Fees should be amended as follows:

(1) A time limit for payment shall cecsessse. has been
peid in due time. If the fee is mnot paid in full, the
European Patent Office may, where this is considered -

~ justified -

(a) overlook any small amount lacking without pregudlce to
the rights of the person maklng the payment, or

. (D) allow the person making the payment a period of 1 month
"""" in order to make good the deflclt

(2) Where the application for a European patent
designates ............ and should the amount paid, within
the period, if &ny, allowed under paragraph 1(b), be

insufficient "
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